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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)Q This action is FINAL. 2b)Ex] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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10) C3 The drawing(s) filed on 13 January 2004 is/are: a)S accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
The following title is suggested: 

--Disposable Diaper having Copper Compounds for Combating Diaper Rash--. 



Double Patenting 

Claims 1-7 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-7 of copending Application No. 
10/371,491 in view of Weinberg (US 5,856,248 A) and Gabbay (US 6,124,221 A). 

Claims 1-7 of the '491 application teach a disposable paper diaper comprising a plurality 
of fibers coated with an antibacterial cationic water insoluble form of copper. 

The "491 application does not expressly claim antifungal properties or the release of 
copper cations when contacted with a liquid. 

Gabbay teaches antifungal properties. 

Weinberg teaches that copper cations are released when contacted with a fluid (col. 3, 
lines 37-54). 

This is a provisional obviousness-type double patenting rejection. 
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Claims 1-7 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-6 of copending Application No. 
10/756,849 in view of Weinberg and Gabbay. 

The '849 application does not specifically claim the specific type of absorbent article or 
antifungal properties. 

Weinberg teaches paper diapers (Abstract; Example 10). 

Gabbay teaches antifungal properties. 

This is a provisional obviousness-type double patenting rejection. 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 5 and 6 are rejected under 35 U.S.C. § 102(b) as anticipated by Weinberg 
(5,856,248 A) or, in the alternative, are rejected under 35 U.S.C. § 103(a) as obvious over 
Weinberg in view of Gabbay (US 6,124,221 A). 
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Regarding claims 1 and 5, Weinberg teaches a disposable paper diaper and method for 
manufacturing the same, for combating diaper rash, said diaper comprising a plurality of fibers 
coated with an anti-bacterial water-insoluble form of copper, which fibers release cupric ions in 
cationic form when in contact with a fluid (col. 3, lines 37-54). 

Weinberg expressly teaches the claimed invention except for antifungal ability. 

Weinberg is interpreted as inherently possessing antifungal capability because it teaches 
the same biocidal compound (cupric ions) as the instant invention. 

Where applicant claims a composition in terms of a function, property or characteristic 
and the composition of the prior art is the same as that of the claim but the function is not 
explicitly disclosed by the reference, the examiner may make a rejection under both 35 U.S.C. §§ 
102 and 103, expressed as a 102/103 rejection. "There is nothing inconsistent in concurrent 
rejections for obviousness under 35 U.S.C. § 103 and for anticipation under 35 U.S.C. § 102." In 
re Best, 562 F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4 (CCPA 1977). This same rationale 
should also apply to product, apparatus, and process claims claimed in terms of function, 
property or characteristic. Therefore, a 35 U.S.C. § 102/103 rejection is appropriate for these 
types of claims as well as for composition claims. 

u [T]he discovery of a previously unappreciated property of a prior art composition, or of 
a scientific explanation for the prior art's functioning, does not render the old composition 
patentably new to the discoverer." Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1 347, 51 
USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a new use, new function or unknown 
property which is inherently present in the prior art does not necessarily make the claim 
patentable. In re Best, supra. 
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There is no requirement that a person of ordinary skill in the art would have recognized 
the inherent disclosure at the time of invention, but only that the subject matter is in fact 
inherent in the prior art reference. Schering Corp. v. Geneva Pharm. Inc., 339 F.3d 1373, 1377, 
67 USPQ2d 1664, 1668 (Fed. Cir. 2003). 

"[T]he PTO can require an applicant to prove that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. Whether the 
rejection is based on inherency' under 35 U.S.C. § 102, on prima facie obviousness' under 35 
U.S.C. § 103, jointly or alternatively, the burden of proof is the same... [footnote omitted]." The 
burden of proof is similar to that required with respect to product-by-process claims. In re 
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, supra). 
MPEP§2112. 

Regarding claims 2 and 6, Weinberg teaches cellulosic fibers (col. 3, line 2). 
Regarding claim 3, see Weinberg, col. 2, line 49-col. 3, line 62. 

Regarding the alternative rejection under 35 USC § 103, Gabbay teaches an anti-fungal 
compound (col. 3, lines 34-40). 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to combine the antifungal abilities of Gabbay with the microbistatic articles of Weinberg in order 
to provide a wider range of flora that can be controlled by the articles in use. 

Claims 4 and 7 are also rejected under 35 USC § 103 as being unpatentable over 
Weinberg in view of Gabbay. 

Regarding claims 4 and 7, Gabbay teaches a skin contactable underwear liner comprising 
the antibiotic liner (col. 30, lines 50-53)(see obviousness statement supra). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bogart whose telephone number is (571) 272-4933. 

In the event the examiner is not available, the Examiner's supervisor, Tatyana Zalukaeva 
may be reached at phone number (571) 272-1 115. The fax phone number for the organization 
where this application or proceeding is assigned is (571) 273-8300 for formal communications. 
For informal communications, the direct fax to the Examiner is (571) 273-4933. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-3700. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair2direct.uspt0.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Michael Bogart 
14 March 2006 




